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I. INTRODUCTION

The primary mission of the Ana G. Méndez University System ("SUAGM") is to promote the
cultural, social, and economic development and well-being of Puerto Rican society, as well as
other sectors of the Hispanic community outside of Puerto Rico, by expanding educational
opportunities for the various sectors of the community it serves. In fulfilling this mission, members
of SUAGM contribute new discoveries, creations, and other works through various means. The
System encourages the development of these inventions and creations.

Il. PURPOSE

SUAGM recognizes the importance of establishing policies to address intellectual
property rights related to works created within the System by its employees, contractors,
students, and others. U.S. and Puerto Rican intellectual property laws regarding the
ownership, use, and protection of inventions and creations form the foundation of the
System’s intellectual property policies. The provisions herein may be amended from time
to time and may be superseded through contracts, agreements, and licenses individually
negotiated between relevant parties.

This Policy does not cover intellectual property rights related to copyrights or trademarks,
for which separate policies exist.

[1.SCOPE

This Policy applies to all SUAGM associates and faculty, whether full-time or part-time, on leave
for various reasons, full-time and part-time students, researchers, and independent contractors,
as well as any person using SUAGM resources or working under the supervision and/or request
of SUAGM, including Board of Directors members.

IV. NORMS AND PROCEDURES

PATENT POLICY
A. Overview of Federal Patent Law

A "Patent" is a property right granted by the federal government that gives the
inventor of a patentable invention the right to prevent others from making, using,
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or selling the invention in the United States, its territories, or possessions for a
period of twenty (20) years. When a patent application is filed, the United States
Patent and Trademark Office (‘USPTQO?”) reviews the invention to determine if it is
"new, useful, and non-obvious" (the criteria for granting a patent). Under federal
law, inventions include processes, machines, products, compositions of matter, or
any improvement thereof that is novel and useful. Patents can arise in a wide range
of fields, including devices, systems, circuits, chemical compounds, mixtures,
biological materials, or others that are novel or improved. In some cases, materials
created within the System may be protected by both a patent and copyright. Such
materials may include software and other technologies supporting the recording,
storage, retrieval, transformation, and presentation of data in digital information.

B. Disclosure
Anyone subject to this Policy (the “Inventor”) must promptly notify the Associate Vice
Presidency for Research and Compliance (AVPRC), a unit under the Vice Presidency
of Academic Affairs, of any invention they develop. The obligation to disclose begins
when the individual has reason to believe, based on their knowledge or information
provided by others, that the invention might be patentable. Certainty of patentability
is not required for disclosure to occur.

Notification must be made in writing using a Disclosure Document provided by
SUAGM, which should include:

1. A brief description of the invention;

2. A summary of the process that led to the invention;

3. A description of SUAGM resources used during the development of the
invention, if any; and

4. Reference to any agreements with sponsors or third parties under which the
invention was developed.

The AVPRC may request additional disclosures if needed for the patent application
process or to protect any other intellectual property rights. All information disclosed
to the AVPRC will be treated as confidential and will not be disclosed to the public
unless required by the USPTO and/or any organization with a memorandum of
understanding (MOU) with SUAGM.

Administrative units within SUAGM—including campuses, university centers, and
Central Administration—are responsible for assisting Inventors in preparing the
Disclosure Document. Once completed by the researcher, professor, associate, or
student, the Disclosure Document must be submitted by the Inventor to the AVPRC
for review, supported by legal counsel and qualified experts, to determine whether it
is in SUAGM'’s best interest to seek a patent for the invention.

Any funds required for the patent application process will be managed by the AVPRC.
In cases where the invention results from external grant funding, the Vice Presidency
for Financial Affairs (VPFA) will confirm if the proposal includes funds for patent
applications and coordinate the allocation and use of these funds.
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C. Confidentiality
Any publication or public disclosure of an invention, or any part of it, could affect its
patentability. To ensure maximum protection of the intellectual property rights
associated with their inventions, Inventors are required to maintain strict
confidentiality regarding any information related to their inventions. Any publication
or public disclosure by an Inventor will require prior written consent from the AVPRC.

D. Ownership of Inventions
After evaluating the Disclosure Document, the AVPRC, in collaboration with legal
and technical advisors, will determine if the invention is SUAGM-supported,
sponsor-supported, or an independent invention. Ownership rights will be assigned
based on the invention’s classification into one of the following categories:

SUAGM-Supported Invention: This is an invention conceived, created, or reduced to
practice in part or entirely under any of the following conditions:

1. Direct or indirect use of funds provided by SUAGM, its universities, centers,
institutions, or departments, or external funds allocated to and managed by
SUAGM.

2. Use of SUAGM-provided space, facilities, equipment, materials, or other
resources.

3. Under the Inventor’'s employment contract with SUAGM.

In such cases, ownership of the invention and associated rights will belong to SUAGM.
The Inventor will be required to sign an assignment agreement transferring all intellectual
property rights to SUAGM. The Inventor will be entitled to a percentage of any royalties,
as outlined in SUAGM’s Commercialization Policy.

Sponsor-Supported Invention: This is an invention conceived, created, or reduced to
practice in part or entirely under a contract between SUAGM and a third party, whether
an individual, private company, or governmental entity. Ownership and associated rights
will belong to SUAGM unless otherwise specified in the contract with the third party. As
with SUAGM-Supported Inventions, the Inventor must sign an assignment agreement
transferring intellectual property rights to SUAGM and will be entitled to a percentage of
royalties.

The responsibility for consulting with the AVPRC to ensure consistency between this
Policy and any external contracts lies with both the Inventor and the offices managing
external resources or submitting contracts for institutional signature.

Independent Invention: This is an invention conceived, created, or reduced to practice
in part or entirely:

1. During the Inventor’s free time.
2. Outside the scope of the Inventor's employment contract with SUAGM.
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3. Without using (or with only incidental use of) SUAGM or third-party resources
provided under a contract with SUAGM.

Ownership rights for independent inventions belong to the Inventor, except for any rights
transferred to SUAGM under this Policy.

E. Patent Application and Maintenance
As outlined in section B, the AVPRC will determine whether SUAGM should pursue
a patent. If SUAGM decides to proceed, the Inventor is required to cooperate fully
throughout the process, including providing any necessary information.

The AVPRC will also periodically assess whether it is in SUAGM’s best interest to
continue the patent application process or maintain an existing patent. SUAGM will not
assume responsibility for patent applications or maintenance for independent inventions.

F. Assignment of Rights for SUAGM-Supported or Sponsor-Supported
Inventions
An Inventor may request that SUAGM assign its rights back to the Inventor if
SUAGM:

1. decides not to pursue a patent application.
2. decides not to commercialize the invention.
3. abandons the patent application, or.

4. relinquishes the patent rights.

If legal advisors confirm that the assignment does not violate any third-party agreements
and serves the public interest, SUAGM may assign the rights to the Inventor. Written
approval from legal advisors and the VPFA is required for such assignments.

In such cases, the AVPRC may require the Inventor to:

1. Reimburse SUAGM for any legal costs once they receive income from the
invention.

2. Inform SUAGM about efforts to develop the invention for public use.

3. Fulfill obligations to third parties involved in the invention’s development, in the
case of Sponsor-Supported Inventions.

4. Provide SUAGM with a perpetual, royalty-free, non-exclusive, worldwide
license for research and academic purposes.

5. Meet any additional requirements imposed by SUAGM.

G. Office of the Associate Vice President for Research and Compliance (AVPRC)
The AVPRC will be responsible for:

1. Coordinating implementation of this Policy across SUAGM and developing related
guidelines and procedures.

Preparing and disseminating information about patent laws related to this Policy.
Receiving and reviewing Disclosure Documents.

wn
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4. Monitoring the use of SUAGM-owned patented inventions.

To perform these functions, the AVPRC may seek external legal and technical support
or form special committees comprising SUAGM members and external experts.
Faculty, associates, students, and others subject to this Policy are encouraged to
direct any questions about this Policy or patent-related matters to the AVPRC.

H. Dispute Resolution
Anyone adversely affected by a decision made under this Policy may appeal to
the Vice President for Academic Affairs (VPAA) of SUAGM. Appeals must be
submitted in writing within fifteen (15) days of the determination.

The VPAA will review the decision at their discretion, with support from legal advisors or
other SUAGM units, as needed.

DISCIPLINARY MEASURES

Anyone who violates any provision contained in this policy will be subject to disciplinary and/or
corrective measures based on the severity of the violation and applicable policies imposed by
SUAGM. Any violation of the provisions of this policy will be referred to the Vice Presidency of
Human Resources (VPRH) or the Assaociate Vice Presidency of Marketing and Public Relations
(VPAMRP), as applicable, for evaluation and appropriate action.

VI. VALIDITY

The content of this Policy, as well as the rules and procedures, will take immediate and
prospective effect upon approval by the President of the Ana G. Méndez University System. This
policy repeals previous policies on the use and reproduction of copyright-protected material within
the Ana G. Méndez University System.

VII. APPROVALS

Edgardo Rosaly Manfredi, PhD October 14, 2024
Vice President of Academic Affairs Date
and Student Success

Approved by:

José F. Méndez Méndez October 14, 2024
President Date

DISCLAIMER: With the sole purpose of protecting the identity and signatures of our officials, executive orders and policies published through the
electronic portal exclude them. Therefore, such executive orders and policies published electronically should be considered approved and signed for all
intents and purposes. In the event of a conflict or inconsistency in the meaning of a word or phrase in the English translation of this document, the
Spanish version will prevail.
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